REMARKS 

in the Office Action mailed May 16, 2006, the Examiner rejected claims 32- 
52. By way of the foregoing amendments and the markings to show changes, 
Applicants have amended claims 32, 35-37, 39, and 40. The foregoing amendments 
are taken in the interest of expediting prosecution and there is no intention of 
surrendering any range of equivalents to which Applicants would otherwise be entitled 
in view of the prior art. 

The undersigned thanks Examiner Yao for the courtesies extended to the 
undersigned during an interview on June 14, 2006. During the interview, Examiner 
Yao suggested amending the claims to positively require the foam to be disposed on 
the exterior surface of a beam. In the interest of expediting prosecution and without 
acquiescing in any of the Examiner's rejections, Applicants have amended 
independent claim 32 to include such language and believe claim 32 is patentable 
over the cited art, along with the claims that depend therefrom. Moreover, Applicants 
believe that the amendments to claim 32 should be entered even though the Office 
Action of May 16, 2006 was made final since, as explained beiow, such finality was 
improper. 

Furthermore, Applicants noted during the interview that the finality of the most 

recent Office Action is improper since a new ground of rejection is asserted against 

claim 45. Examiner Yao indicated that a review of this claim will be made and that the 

finality will be withdrawn if it is found that no substantive amendment was made to 

claim 45. Applicants submit that MPEP 706.07(a) reads: 

Under present practice, second or any subsequent actions on the 
merits shall be final, except where the examiner introduces a new 
ground of rejection that is neither necessitated by applicant's 
amendment of the claims nor based on information submitted in an 
information disclosure statement filed during the period set forth in 
37 CFR 1.97(c) with the fee..." 

Applicants did not amend claim 45 in such a way as to cause the Examiner to 
present a final rejection under MPEP 706.07(a). While the Applicants amended claim 
45 to include the language "damping material" in the Response dated March 9, 2006, 
Applicants point out that the Office Action mailed on December 13, 2005 suggested 
that claim 45 was examined as if it already included the language "damping material". 
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Specifically, the Action pointed out that claim 45 was missing words and should be 
amended to say "allowing the damping material to bond" instead of "allowing the to 
bond" and was done so accordingly. Nonetheless, the Examiner examined claim 45 in 
the Action mailed December 13, 2005 to include "damping material" before Applicants 
amended claim 45. As such, a final rejection of claim 45 and its dependents was 
improperly presented in this Action because the Examiner introduced a new ground of 
rejection that was not necessitated by the Applicant's amendment of the claims. 

Claim Rejections under 35 USC 112 

Claims 32-44 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. This rejection is respectfully traversed. 

The Office Action inquires how the beam is able to bridge the door frame at 1 st 
and 2 nd ends of the frame in claim 32 if the claim does not positively require a beam to 
be mounted on a door frame. Applicants submit that there are a number of different 
methods for attaching the reinforcing beam to the door frame both direct and/or 
indirect. The skilled artisan would recognize and understand that claim 32, as it 
currently reads, encompasses all of these methods of attaching the beam to the door. 
As such, Applicants believe claim 32 is clear and definite as written. 

Nonetheless, Applicants are not opposed to amending claim 32 to include 
language that mounts the beam to the frame as long as such an amendment would 
encompass all the different direct and/or indirect methods of attaching the beam to the 
door. 

In light of the discussion above, the Applicants respectfully request the 
Examiner to withdraw the rejection or if any further issues remain, the Examiner 
phone the undersigned to work out appropriate language. 
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Claim Rejections under 35 USC 103 

Claims 32-38, 41-42, 45-47, and 50-51 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Wycech (U.S. Patent No. 4,922,592) in view of Hanley 
et al. (U.S. Patent No. 5,266,133) and Ligon et al (U.S. Patent No. 5,358,397). This 
rejection is respectfully traversed. 

Claim 45 

Applicants point out that U.S. Patent No. 4,922, 592 is listed as Bongartz et 
al. and not Wycech in the Examiner's list of references. Applicants believe the 
reference intended by the Examiner is the Wycech reference (US Patent No. 
4,922,596). 

The Office Action does not establish prima facie obviousness of claim 45 
since it ignores language of ciaim 45. In particular, the Office Action does not show 
how Wycech or any other of the cited references suggest expansion of vibration 
damping materia! to contact and adhere to an exterior panel structure of a vehicle 
door. 

Claim 45 provides for extrusion of an expandable damping material onto an 
exposed surface of a door intrusion beam such that the expandable material being in 
a viscoelastic state bonds to the exposed surface and then becomes substantially dry 
and tack-free. The intrusion beam is then transported and mounted to a vehicle door 
assembly, where the damping material is expanded to contact and adhere to an 
exterior panel structure of a door of an automobile vehicle. 

In contrast, Wycech discloses a lightweight reinforcing beam (20) having a body 
(22) with a first wall (26), a second wait (28), and a U-shaped portion (29) co-extensive 
with the walls {col. 3, lines 62-66 and Figure 1). The walls and the U-shaped portion 
define a channel (37), which is filled with a reinforcing polymeric material referred to as 
the core (50) (col. 4, lines 37-51 and Figure 1). The core (50) occupies the channel to 
provide increase bending strength of the beam and is bonded to the walls (26, 28) and 
the U-shaped portion (29) so that it does not separate from the body (22) during 
deformation of the beam (20) (col. 4, lines 59-68). The beam (20) also includes end 
pieces (54) and (56) adapted to be mounted onto the inner door panel of a vehicle 
door (col. 8, lines 57-59 and Figure 1). Wycech does not extrude an expandable 
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damping material onto an exposed surface of a door intrusion beam, where the 
damping material is expanded to contact and adhere to an exterior panel structure of a 
door of an automobile vehicle. Rather, the core material is placed within a cavity 
defined by the walls of the beam and cured in place to bond the wails defining the 
cavity together. The core material is limited to expand within the walls of the cavity and 
does not expand to an exterior panel structure of a door as claimed in claim 45. 

Applicants therefore contend that the Office Action has failed to establish prima 
face obviousness of claim 45 and request that the rejection of claim 45 be withdrawn. 
Applicants further believe claim 45 is patentable over the cited art. Accordingly, 
Applicants respectfully request the Examiner to allow independent claim 45, along with 
the claims that depend therefrom. 

Claim 52 

Applicants submit that claim 52 includes similar language as in claim 45 and is 
patentable over the cited art for the same foregoing reasons. Accordingly, Applicants 
respectfully request the Examiner to allow independent claim 52. 

Su pplemental Information Disclosure Statement 

Applicants have submitted drawings in a Supplemental Information Disclosure 
Statement (S1DS) for the Examiner to consider and enter into the record of this 
application. Applicants submit that the drawings illustrate that on or about the year of 
1996, vibration damping material was attached to a 1995 MY Chrysler JA program 
Door Beam. As shown, the vibration damping material, which is substantially tack 
free, generally includes openings for receiving push pins to attach the vibration 
damping material to the beam, which includes corresponding openings. The vibration 
damping material was formed by extrusion of the material followed by cutting of the 
material to form the vibration damping material as shown in the drawings. 

In operation, the body of the beam would be assembled at a first location. Then, 
the beam would be sent to another location where the vibration damping material 
would be assembled and fastened to the beam by placing push pins through the 
openings of both the vibration damping material and the beam. Once the vibration 
damping material was attached to the beam, the beam having the fastened vibration 
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damping material would be transported for mounting onto a vehicle door. The 
vibration damping materia! could then be expanded to contact and adhere to the 
exterior panel structure of the door. 

Applicants submit that the present invention eliminates the need for openings 
and any fastening devices to attach the damping material to the beam. Rather, the 
present invention claims a unique automated method of attaching the damping 
material to the beam. Specifically, the present invention automatically applies or 
extrudes the damping material on the beam while the damping material is in a 
viscoelastic state such that the damping material flows onto a surface portion of the 
beam and allows the damping material to bond to the surface portion of the beam and 
allow the material to become substantially dry and tack free. This, in combination with 
the other limitations of claim 45 or 52, is not taught or suggested by any of the cited 
references. 

By amending the application, the Applicants do not concede that the patent 
coverage available to them would not extend as far as the original claim. Rather, 
Applicants intend to file a continuation application to pursue the breadth of the 
claims as filed. Applicants believe that the Examiner has not made a sufficient 
showing of inherency of the teachings of the asserted prior art, especially given the 
lack of teachings in the cited references of the properties that Applicants have 
recited in their claims. 

Further, by the present amendment, it does not follow that the amended 
claims have become so perfect in their description that no one could devise an 
equivalent. After amendment, as before, limitations in the ability to describe the 
present invention in language in the patent claims naturally prevent the Applicants 
from capturing every nuance of the invention or describing with complete precision 
the range of its novelty or every possible equivalent. See, Festo Corp. v. Shoketsu 
Kinzoku Koqvo Kabushiki Co., 62 USPQ2d 1705 (2002). Accordingly, the foregoing 
amendments are made specifically in the interest of expediting prosecution and there 
is no intention of surrendering any range of equivalents to which Applicants would 
otherwise be entitled. 
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CONCLUSIONS 



In view of Applicants' amendments and remarks, the Examiner's rejections 
are believed to be rendered moot. Accordingly, Applicants submit that the present 
application is in condition for allowance and requests that the Examiner pass the case 
to issue at the earliest convenience. Should the Examiner have any question or wish 
to further discuss this application, Applicant requests that the Examiner contact the 
undersigned at (248) 292-2920. 

If for some reason Applicant has not requested a sufficient extension and/or 
have not paid a sufficient fee for this response and/or for the extension necessary to 
prevent the abandonment of this application, please consider this as a request for an 
extension for the required time period and/or authorization to charge our Deposit 
Account No. 50-1097 for any fee which may be due. 



Dated: / 2 , 2006 
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Scott Chappie u / 
Registration No. 46,287 
DOBRUSIN & THENNISCH PC 
29 W. Lawrence Street 
Suite 210 
Pontiac, Ml 48342 
(248) 292-2920 
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